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WHAT MAKES A GOOD SOFTWARE PATENT AP P LICATION?

Technical 
solution 

Commercially
important 

Not obviousIdentifiable 



Whoever invents or discovers any new and useful 
process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, 
may obtain a patent therefor, subject to the 
conditions and requirements of this title.

35 U.S. Code § 101 - Inventions patentable



What is patentable? 

• Does the claims recites an abstract idea. 
• Look for unique features after you remove from the claim the abstract idea and commonly used computing 

elements.

Three un-patentable buckets 

Mathematical Concepts 
Mathematical relationships, 
Mathematical formulas or equations, 
Mathematical calculations.1

Methods of organizing human activity 
Fundamental economic principles or practices
Commercial or legal interactions; and
Managing personal behaviour or relationships 
or interactions between people.2

Mental Processes
Concepts performed in the human mind 
(including an observation, evaluation, 
judgment, opinion).3



Get off on 
the right 
foot

 Clear identification of problem faced by prior art
 Clear identification of benefits of the claimed solution or 

improvement over the prior art
 Strong identification of technology 
 Practical application of the solution or improvement to 

produce the benefit, not mere claimed recitation of the idea 
 Technical solution to a technical problem (using a combination 

of conventional elements)



Examples

• Unique data on known trained model
• Training process
• Unique learning/inference scheme
• UX that improves the speed accuracy and usability of a dynamic action 
• Effect of change of data on GUI/objects
• Storage/Latency/Computational improvement  

• Report generation
• Rule based scheme 
• People queues/tasks/fact based recommendations 
• Advertisement schemes 



How to 
overcome 
rejection I

1. No "High Level of Abstraction“. 

2. Claim's Character is a must:
The claim as a whole
Search the specification
Identify the focus of the claimed advancement



How to 
overcome 
rejection II 3. This is not novelty/non obviousness examination.

4. Claims must be "directed to," and not just "be based on," the 
ineligible concept.



How to 
redraft I

1.  Define the "character of the claim" using proper test



How to 
redraft I

2.   Use analogies to actual cases/examples 
For example: Example 45



How to 
redraft II

3. Make the Claim not using computers "merely as a tool“



How to 
redraft II

3. Recite a particular solution as oppose to claiming an outcome



How to 
redraft II

5.  Claim elements are not well-understood, routine, and conventional
Argue that additional claim elements are unconventional:.
This is not a Section 103 analysis.
Ordered Combination matters.



How to 
redraft I

6. Do not merely gather, analyze, and output data
Focus on practical applications



What 
worked 
for us 
lately? 

• Improvement ! Improvement ! Improvement !
• Examples:

• Image processing (e.g. blue noise mask, object detection)
• GPS data analysis (e.g. location based filters)
• Computational architecture (e.g. webpage layout 

management)
• New UX (e.g. auto rule generation) 
• Cyber, storage management.
• Data distribution/monitoring (e.g. event invitation 

distribution, schedule update)
• Computational improvement
• Graphical data processing 
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