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WIPO DEFINITION

SHORTENED VERSION

Like patents, utility models protect new technical inventions through
granting a limited exclusive right to prevent others from commercially
exploiting the protected inventions without consents of the right holders .
It is not easy to define a utility model, as the definition varies from one

country to another.

In general, utility models are considered particularly suited for protecting
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inventions that make small improvements to, and adaptations of,
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existing products or that have a short commercial life.
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DIFFERENT NAMES

SHORT-TERM
PATENT

UTILITY MODEL

GEBRAUCHSMUSTER

CERTIFICAT D'UTLITE

INNOVATION PATENT

»
PETTY PATENT
UTILITY INNOVATION
SIMPLE PATENT
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ALLOWING UTILITY MODEL PROTECTION




MAIN FEATURES

GRACE PERIOD

REQUIREMENTS

EXAMINATION
PUBLICATION




oUBJECT MATTER

Technical Limitations
S Sometimes limited to 3D
- Apparatus and inventions defined in
devices terms of “form”,
« Chemical “structure” or
substances “configuration”, in
« Medical/medicinal particular utensils,
products instruments, tools,

apparatus, devices

UTILITY MODEL PROTECTION THROUGHOUT THE WORLD,
JOHN RICHARDS, LADAS AND PARRY LLP

Excluded
from
protection

Processes and
methods (allowed
in a few countries

such as Australia)

Excluded from protection

Discoveries, scientific theories,
mathematical methods, blueprints,
patterns, teaching methods and rules for
playing games, accounting systems and
programs for computers, process
inventions, for example manufacturing
and working processes, biotechnological

inventions or animal and plant varieties



UTILITY MODEL FILING AND REGISTRATION PROCESS
WHERE? WHEN?

First filing National filing PCT



CHINA ang
TAIWAN

C
_

FILING OPTIONS ]—@

Conversion? _b@

UTILITY
MODEL




UTILITY MODELS vs PATENTS

TERM OF EXAMINATION AND
PATENTABILITY PROTECTION REGISTRATION COSTS ENFORCEMENT
PATENT Novelty and 20 years Substantive Expensive and Exclusive right to prohibit third
inventive step examination unpredictable parties from: making, selling,

marketing, importing or using the
protected subject matter

3-5 years

Novelty (sometimes Exclusive right to prohibit third parties

:\JA-{)";;I local or relative) 6-10 years in most No substantive Significantly from: making, selling, marketing,
Inventive step jurisdictions examination cheaper than importing or using the protected
. patent, can be subject matter. | o
(sometimes lower or 6-12 months In litigation a substantive examination

not required) easily estimated | 5, usually be required.




GERMANY
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WIPO IP STATISTICS DATA CENTER

— (Germany/Non-resident
— Germany/Resident

SCOPE OF PROTECTION

All technical inventions can be protected by a utility
model as they can be by a patent. This also includes
chemical substances, foodstuffs and medicinal
products.

PATENTABILITY

Novelty, inventive step and industrial applicability.
Absolute novelty is not required - prior art does not
include: a public oral description or public prior use
outside Germany.

GRACE PERIOD 6 months

FILING

National, PCT or branching-off EP pending patent
application

EXAMINATION

Fundamental requirements and formal deficiencies.
Usually takes 1.5-3 months.

TERM OF PROTECTION 10 years

PUBLICATION A few weeks after the grant.



EXAMPLE

UM branched-off

in Germany UM

abandoned

2012 2018 2020

Provisional EP patent granted



SCOPE OF PROTECTION
L
RUSS'A Devices only
PATENTABILITY

— Russian Federation/ Novelty and industrial applicability. No inventive

MNon-resident
— Russian Federation/

Resident step requirement.

GRACE PERIOD 6 months
FILING

National, PCT
EXAMINATION

Utility models in Russia are subject to substantive
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1.5-2 years. Only 1 claim can be filed.
WIPD IP STATISTICS DATA CENTER TERM OF PROTECTION
10 years
PUBLICATION
A few weeks after the grant.
Enforcement: as of October 1, 2014, only literal

infringement is recognized.



- SCOPE OF PROTECTION
CHINA : Technical solution proposed for the shape, the

structure, or their combination, of a product, which is fit

2,500,000 ey for practical use
— o PATENTABILITY
Novelty and industrial applicability. “low” inventive step
R required
1,000,000 GRACE PERIOD 6 months (may not always apply)
FILING
o National, PCT, to Invention Patent —
P P P P S S P P 5 O S Creating ‘continuity of protection™
EXAMINATION
WIPO IP STATISTICS DATA CENTER No substantial examination (few months to grant)

: X Post grant review required before enforcement
Very popular in China . g g
- ISSUEd In 2020 (source :‘p action.

- Invention puhani‘}— 530,000 TERM OF PROTECTION 10 years
- Utility Models -2,377,000 . .
- Design patents - 732,000 PUBLICATION WIth/fO”OWIﬂg grant.




JAPAN
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WIPO IP STATISTICS DATA CENTER

(1) The Number of Applications

2021
Patents & Utility Models 2(5‘227 g) 2(2AS48 2)
(A19)] (A35)

. 240 362
Uity Meres (A278)] (A382)

L | 2882 257

2021/1-7
(Cum Sum

of 2021) (Year-on-Year)
171,315 174111
(A1.6) (A5.3)

168,231 170,683
(A1.4) (A5.6)

3,084 3428
(A10.0) (13.7)

18,427 18,227

= |apan/Abroad
— Japan/Resident

SCOPE OF PROTECTION
Technical ideas relating to the shape or structure of an article or
combination of articles (no materials or methods)
PATENTABILITY

Novelty and industrial applicability. “low” inventive step required
GRACE PERIOD 12 months

FILING
National, PCT,

to regular Patent -

CONVERSION POSSIBLE (time/phase limitations apply):
-«
EXAMINATION
No substantial examination. Unity of inventrion checked. Takes few
months to grant
TERM OF PROTECTION 10 years
PUBLICATION With/following grant.



SCOPE OF PROTECTION

TAIWAN  *

Creation of technical ideas relating to the shape or structure of an article or
combination of articles, utilizing the laws of nature

- o _ PATENTABILITY
Filing two patentapplications for one creation

—continuous prntectinn Novelty and industrial applicability. “low” inventive step required

GRACE PERIOD 12 months (may not always apply)

Jpent ot FILING
i | Publfication date of
Fiing date of | i ) _ _
Invention patent l Invention patent right | National, PCT, to Invention Patent -
~ Filing date of " Publication date of | Bdinguishment of | EXAM'NAT'ON

__Utiity model || Utility model right | | Utility model right |
No substantial examination (few months to grant)

Enjoy the Utility Enjoy the Invention
model protection § patentprotection Technical Evaluation by TIPO required before enforcement action.

CONVERSION POSSIBLE (time/phase limitation apply) :

Invention patent “ Utility Model“ Design Patent

TERM OF PROTECTION 10 years

PUBLICATION With/following grant.



SCOPE OF PROTECTION

KOREA

The creation of technical ideas utilizing the laws of nature, which relates to
the shape or structure of an article or combination of articles

PATENTABILITY
Utility Model Applications
Year Resident Non-Resident Novelty and industrial applicability. “low” inventive step required
2010 13,193 468
2011 11,462 392 GRACE PERIOD 12 months
2012 11,899 525
2013 10,463 505 FILING

2014 8,754 430

2015 8,294 417 National, PCT, to Invention Patent —
2016 7,395 372
2017 6,451 360
2018 5,768 464

2019 4 975 472 EXAMINATION

SUBSTANTIAL examination (may take up to 5 years. Request examination)
CONVERSION POSSIBLE (time/phase limitations apply):

Utility Model “ Regular patent

TERM OF PROTECTION

10 years

PUBLICATION

18 Months from priority and with/following grant.



WAR STORIES

One of the Company’s AOIl products was the subject of patent infringement
litigation in China. In this case, one of the Company’'s competitors in China
copied certain of the Company’'s technologies and PCB AOl systems and
proceeded to register utility model patents in China on certain components
thereof. This competitor subsequently filed a lawsuit in the relevant jurisdiction
in China against one of the Company’'s Chinese customers claiming that some
of the Company’s PCB AOQOI systems being used by the customer infringe upon
one of these utility model patents. During 2013, the court of first instance ruled
in favor of the competitor, which decision was appealed by Orbotech’s
customer. In December 2015, the appeal court confirmed the lower court's
decision and ordered the customer to cease its infringing actions. The
customer did not appeal this decision to the Supreme Court and this decision is
now final. In addition, the Company’s motion with the Chinese State Intellectual
Property Office to invalidate the relevant utility model patent was denied during
2016. The Company has replaced the infringing component in the customer’s
system with a component that was designed to be non-infringing and covered
the customer’'s attorneys’ fees in these proceedings, neither of which were
material.

ﬁ orbotech
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MAIN POINTS =) orbotech.

= A competitor- copied Orbotech machine

= Competitor filed several utility models covering elements in the

copied machine

= Competitor sued an Orbotech's customer for infringement by

certain element in Orbotech’'s machine
= (Unsurprisingly)- competitor won.

= Orbotech replaced ‘infringing’ part with a design around



"REVENGE"

The Company has filed lawsuits against two Chinese customers of this
competitor in the Shenzhen Longgang District People’'s Court, in
Guangdong Province, China, claiming infringement of the Company’'s
copyright by using software copied from the Company for operating PCB
AOl systems purchased by these customers from the competitor. During
November 2015, the Court ruled in favor of the Company by confirming
the infringement and ordering the two customers to cease the infringing
action and to cover appraisal costs. These customers filed an appeal with
the Shenzhen Intermediate Court and a hearing was held in June 2016.

[Hananel]- company won the appeal.

Q orbotech.

The Language of Electronics




LESSONS LEARNED




Hananel Kvatinsky

hkvatinsky@yahoo.com

Rimma Pugatsch Shendelzon
Rimma.Pugatsch@landa-corp.com

QUESTIONS?
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